TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore MElI STER, STAAB, and NASE, Adm ni strative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 19, which are all of the clains

pending in this application.?

! Application for patent filed March 14, 1996.

2 Cains 17 and 18 were anended subsequent to the fina
rejection resulting in the sub silentio withdrawal of the
rejection of clainms 17 and 18 under 35 U.S.C. § 112, second
par agraph, which was nade in the final rejection.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a built-up |I-beam
with |Iam nated flange. An understanding of the invention can
be derived froma reading of exenplary claim11, which appears

in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Keller et al. (Keller) 4,074, 498 Feb. 21, 1978
Bri ght wel | 4,715, 162 Dec. 29, 1987
Onysko et al. (Onysko) 4,974, 389 Dec. 4, 1990
Scarlett 5,323,584 June 28, 1994

Clainms 1 through 19 stand rejected under 35 U.S.C. § 103
as being unpatentabl e over any of Scarlett or Onysko or

Brightwell in view of Keller.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we make reference to the exam ner's answer (Paper
No. 11, nmiled Novenber 26, 1997) for the examner's conplete

reasoning in support of the rejection, and to the appellant's
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brief (Paper No. 10, filed Septenber 2, 1997) for the

appel l ant's argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima facie case of obvi ousness

Wi th respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 through 19
under

35 U.S.C. 8 103. Qur reasoning for this determnation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of
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obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nmake the proposed conbi nati on or ot her

nodi fication necessary to arrive at the clained invention.

See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA
1972). Furthernore, the conclusion that the clainmed subject

matter is prim facie obvious nust be supported by evidence,

as shown by sone objective teaching in the prior art or by
know edge generally available to one of ordinary skill in the
art that would have | ed that individual to conbine the

rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988).

Al'l the clainms on appeal require each flange of the I-
beamto i nclude or be nade of or be forned of oriented strand

| unber.

The appel |l ant argues (brief, pp. 8-10) that no

conbi nation of the applied prior art (i.e., Scarlett, Onysko,



Appeal No. 98-1460 Page 6
Application No. 08/615, 820

Brightwell and Keller) discloses or suggests the use of
oriented strand | unber® (OSL) as an |-beam flange material .

W agree. In addition, we agree with the appellant's

rati onale set forth on pages 10-13 of the brief and pages 4-6
of the specification as to why an artisan woul d not have used
oriented strand |unber (OSL) as the flange material in any of

the I -beans of Scarlett, Onysko, or Brightwell.

In response to this argunent of the appellant the

exam ner states (answer, p. 5) that
Scarlett, Brightwell, and Onysko et al. teach utilization
of "oriented strand lunber” as chord [flange] nenbers as

at col. 4, lines 23-25 of Scarlett or col. 3, lines 31-34
of Brightwell or col. 6, lines 29-33 of Onysko et al.

We have reviewed the entire disclosures of Scarlett,
Brightwell and Onysko, especially those passages cited by the
exam ner, and fail to find any disclosure or suggestion

therein to use oriented strand |lunber (OSL) as an |-beam

® The neaning of oriented strand |unber and the
di fferences between oriented strand | unber and ot her types of
engi neered | unber are set forth on pages 3-4 of the
appel l ant's specification.
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flange material as recited in the clainms under appeal. W
have al so reviewed the entire disclosure of Keller and fail to
find any disclosure or suggestion therein to use oriented

strand lunber (OSL) as an |-beam flange material .

Since the applied prior art does not suggest the use of
oriented strand |unber (OSL) as an |-beam flange nmaterial as
recited in the clains under appeal, the decision of the
exam ner to reject clains 1 through 19 under 35 U.S.C. § 103

isS reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 through 19 under 35 U.S.C. 8 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEl STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAVRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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